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TSjAO^TCTr ATTON nFTKE SECOND OFFigS ACTION . ^ . 

l; iZiTlTa statement to th e FIRST OFFICE ACTION fded by the applicant on April 4, 2 007. has beon 
accepted by the ejcaminen And the substantive examination was proceeded based on the above 
.statement • 

□ In accordance with the reexamination decision of the Patent Reexamination Board 
OP ^, the examiner proceed with the substantive examination of the above-identified 



patent application for invention. 
2, □ The amended documents submitted by the applicant on 



, may not be accepted 

because the amendment{5) 13 (are) not In conformity with the provision of Paragraph 3 of Rule 51 
of the Implementing Regulations, of the Patent Law of China • . 



3. The continue examln^t1on.is conducted on the basis of the following application documents;. 

□ The amended appiioatlon documents appended to the above statement 

13 The application documents to which the previous Office Action aimed and the.substltute pages of 
• the amsnded application documents appended to the above statement 

□ The application documents aimed by the previous Office Action, 

□ The application documents defined by the above reexamination decision. \ 

4. ' b No new reference document is cited In the notification " " 

iZl The following references are cited in the notificatipin (the serial numbers thereof v/lll continue to be 
used in the examination hereafter);- 



Serial" No. 


Reference No. or Title 


Publication Date (or Filing Date of Conflict Application) 


1. • 


■EP097'1273A1- 


January 12, 2000 . 


2- 


CN1150262A 


May 21, 1997 


. 3. 


JP200103.4007A. . 


February 9. 2.001 



:ponclusive*opinian: . . ■ 

□regarding. tlie Description • . • 

\ • □. the .coritent of the applioa.tion falls -in the unallowable scope as provided by ' Ailicfe. 6 of 
"the Patent Law of. China;. • .■' . ; v 
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□ Che Description Is not in. conformity with the provisions of Paragraph 3 of Article i2'6 of the 
Patent Law of China. 

□ the amendment of the Description Is hot in wnformity with the provislons.Df Artioie 33 of 
the Patent Law of Ciiing. 

□ the Description te not in conformity with Rule 18 of the Implementing Regulations of the 

Patent Law of China. ' . 
IZI regarding the Claims 

Oaaims____do not possess the novelty as provided by Paragraph .2 of Article 22 of the • 
Patent Law of China. 

glCialms 1-7 d o hot possess the inventiveness as provided by Paragraph- 3 of Article 22 

of the Patent Law bf Ghlrfa ''" • . . . 

□Clalms_:__;do not possess the practical applicability as provided by Paragraph 4 of 

Article 22 of the Patent Law of China. 
□Claims ' . f all in the unallowable scope of Article 25 of the Patent Law • • 
□Claims ; " d o not meet the requirement of Paragraph 4 of Article 26 of the Pa.fent Law 

of China. " 
ncialm s ' d o hot meet the requirement of Paragraph 1 of Article 31 of the Patent Law 

of China. 

□the amendment of Claim s d o not meet the requirement of Article 3$ of the Patent 

. Law of China, . ' *..•.' 

□Claims .■■d o not meet the definition of iriventloh in the. Paragraph 1. of Rule.2 of the 

Implementing Regulations bf the Patent Law of China. 

□Claims., L.cib not meet the requirement of Paragrapli ■ 1 ■ of Rule 13 of ' tlie 

Implementing Regulations Of the Patent Law of China. 

hot. meet the requirements of Rulfe 20 of the Implementing Reguiations 

of the Patent Law of China. • . 

□Claims ^do not meet the requirernents of Rule 2.1 of the Implementing Regulations 

of the Patent Law of China. 

□Claims^: ^do not meet the requirem^^hte of Rule 22.of the Implemehting Regulations 

of the Patent Law of China, " . • • 

' iinciaims • ' d o not imfeetthe requirements, of Rule 23 of the implemehting Regulations 

of the Patent Law of China. 

■ • . ■ 

Please refer to the text pf the notiflqB(tion for the detailed opinions for the above. 

5. Based on the above concluslve'ppinlon, the examiner holds that : . . 

□ applioant should amend the application documents according to the requirements a.f the text 
of the notification. 

■ □■applicant should state .the,. reason that the:,appllcat]on /may- bf. allowed for. pate in .his. 
• observation- and amend. the application documents acdord!ng-.tq what- is pointed .but jn. the* 
•text bf" thfe nOtlflcatlony otherWise^^ patent; m.ay. be granted-fortlie. application:. / ' *' 
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E) there is no substantive content . allowable far patent in the present apfjlidation, . If the ' 

applicant does not submit iiis observation or . his ol3serv3tion is nQt sufBcientiy convinclble, ; 
the application will be. rejected. 

□ . • ' ■ ■ • • .■ . ' 

7. Following items shall come to applicant's.attention; 

(1 ) According to Article 37 of the Patent Law of China, the applicant shell submit his observation. 

■ within 2 months from the date he receives the notificalion. If. without any justified, reason, 

• the time lirrilt for making a response is not met, the application will be deemed to be.wlthdrawn. 

'(2) The amendments to the appiioatiori documents should meet the requirement of Article 33 of 
the Patent Law of China. The amendment text shall be in duplicate and the formalities thereof 
' . ■ sh all comply with the relevant provisions of the Examination Guide,; 

(3) The observation and- 1 or amendment documents should be mailed to or delh'ered directly to 
the Receiving Section of the Patent Office of Chinai, othenwlse, those which are not mailed or 
delivered are of no legal effect 

(4) The applicant and / o.r his agent may not interview.with the exarniner If an appointment has not 

been made, 

0, The text of this notification consists □f_4_ pages, Including the following annexes: 
[7i _3Q pages of 3 copies of the cited references. 

□ . • , ■ . . ■ ' 



■J Department of Examination Photoelectricity Examination Department 
Pv»miiiftr Linl TANG (sigriature) 
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Text of the Notification of the Second GMce Actiofl 

Application No.: -02824 11-3.4 

T\^e examiner studied the statemfeht filed by he applicant on April "4; ^007,; and 
examined the amended application documents appended to the above statement The . 
examiner thinlis that some contents not in confomnity to the requirements of the ' 
patent Law Sim . exist in the present application document, therefore, further presents " •■ 
the examination opinions .as follows.' 

1. Glalm'1 ddes not possess the inventiveness as provided by Paragraph 3 of 
Article 22 of the Patent Law of China. Reference. 1 (EP-D971273A1) disclosed the 
following technical features (line 35 of page 9 to line 33 of page 10Jlhes?-26 Of page ; ; 
5, lines 38-39 of page 6 of the Description): The toner comprises tonar particles and 
an external additive; .said external additive has small-partide-diameter hydrophobic 
silica (A) (the specific, surface area Ms. . .15Gmg/m^ to 300 mg/m^), ' 
large-particle-diameter hydrophobic silica (B) (the. specific surface area is 20mg/m^ to 
60 mg/m^) arid fine alumina particles; wherein-, the silica (A) are added to the tohei- in . 
an-!^imount of 0.5 part by weight to 2.0 parts by weight biased on 100 parts by weight qf . 
ths toner particles, the silica (B) are added to the toner in an amount of. 0.1 part by . 
weight to 1.0 part by weight based on 1 00 parts by weight of the toner particles, and 
the fine alumina particles are added to the toner in an amount of 0,03 part by weigiit to- . 
1..5 parts . by weight baaed on 100 parts by weight of the toner particles. The above 
ranges of additives overlap or fall within the con-esponding ranges of claim 1, i.e. 
. reference 1 disclosed the techriicai features of b), c) and d). of. claim 1. In addition, 
reference 1 also disolosed that the toner particles comprise a adhesive resin, a charge 
control agent and cdlorant, such as magnetic, hnateriaj, etc., whel^ein. the "magnetic 
■ material is added in an amount of about 40 to . 150 parts by weight basfed on 100 parts 
by weight of the adhesive resin, the charge cpntrol agent.is added in an amount .ofU5 ' 
. td 10 parte by- weight t)asedo.ii 100 parts 
. meteyard (adhesive ..r^sin). of .contents, qt the ;thFee Gomjaonente different, frdm the 
: .mfeteyard. .(-toner -particles) of clairn'- 1,'. according td-the ^conversion- of ihe. '^rid point . • - 



2.1/C5 2007. 17: 1.2 F:P.X; 58330011. 



ia,oqB ; 



Pilin^Mo.: 02824113.4 : - . ' ■ ; ' ; QuirRcf:= I P04-0698^HlS. . 

value , disclosed .by reference 1, it can be known that the percent contents of the . 
adhesive resin, magnetic material and charge control agent In the toner particles 
overlap the ranges claimed by claim 1, i.e., reference Lalso disclosed the" technical 

■ feature a) of claim 1. 

Thus it can be seen, the difference between claim 1. and reference 1 Just is: the 
metal oxide fine power of claim 1 is selected from a group consisting, of titanium 
dioxide, zihc oxide, maghesium oxide, deflurti, didde, iron oxide, copper oxide and tin ■ 
. oxide, and the function is to prevent the toner from adsorbing on the photoconductive 
drum surface-when many. Images are printed for a long time, while the fine alumina 
particles is used in reference 1. Reference 3 (JP2001034007A) disclosed a metal 
oxide particle used for the external additive, of toner (see paragraphs 12-14, of the 
description), such as titanium oxide, aluminum oxide, zinc oxide, magnesium oxide, . 
. tin.pxide, cerium oxide, iron- oxide, copper oxide particles having a particle diameter of . 
20-350nm,^ and the function is also.. to ensure the flowabiiity, durability and 
cHkrgeability. of the toner. Thus It can be seen, reference 3 has disclosed the 
distinguishing technical, feature between claim 1 and reference i , and the effect of this 
tedhnical feature in reference 1 Is the same with that in the present Invention (see 
paragraphs 4 and 5 in page 8 in the description of the present application, 
corresponding to paragraphs 3^4 in page 11 of the English description). Since both 
reference 1 and reference 3 relate to the metal oxide additive of toner, the person 
. skilled in the art can use the metal oxide additives such as titanitim oxide, zinc oxide, 
magnesium oxide, tin oxide in reference 3 to-the magnetio.tbner in reference. 1- easily, 
in order to ensure the flowabiiity, durability and chargeabllity of the toner! That is to say, 
it is obvious to obtain the technical solution of daim 1 for the person skjlted itithe art 
by comibining reference 3 based on reference 1, and claim 1 does hot possess the 
inventiveness as, provided by Paragraph 3 of Article 22 of the Patent Law of China. 

. Also, the applicant should note, even' the applicant write the recortlition of metal 
oxide pa'rtlcife in the desoriptiori/lritd the technical solution of clMrri i , (?laim 1 still does 
:not possess' the Inventiveness; 'P . ;. 

: In addition,, the applicant sta^d that ''Example I'-df^efe^^^^^ 
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comprising 0.4 part of iarge-particle-diameter iiydropliobic fine silica particiss, whlcli 
corresponds to Conip. Examplfe 3 of tlie present application", but this, statement does 
not accord witli the fact. Example 1 of reference 1 discloses a toner comprising 0.4 
part of large-pa rticle-dianieter (31mg/m^) hydrophobic fine silica particles (see 
paragraph 128 in the description), but 0.4wt% small-partlde-diameter (specific 
surface area- of I80mg/rn^) silica particles are. used in Comp. Example 3 of the 
present appllcatidn. .Moreover, according to-the recdrdatlbn ofthe original application 
document (the last, paragraph of page 8 in the description of the present application, 
corresponding to the test paragraph, in page 11 bf the English description), and the 
prior technique known by the person skilled In the art (for example, JP20010340Q7A, 
paragraphs 13 and 14 in the description; JP2001034006A, paragraphs 3, 4, 9 and 10 . ' 
in the description), the metal oxide of titanium oxide, aluminum oxide, zinc oxide, 
magnesium oxide, tin oxid.e etc. is only the equivalent substitute of aluminum oxide as 
an external additive in the toner. Therefore, deleting aluminum oxide can not make the 
present applicant have the inventiveness. In addition, the Comp. Example 1 submitted 
in the statement brings nev\/ technical contents to the present application. Therefore, 
the applicant want to prove the inventiveness of claim 1 based on the Comp. 
Example 1, this can not be accepted by the examiner. 

2. The dependent claim 2 further defines the claim 1 by selecting range of the 
binder resin. Reference 1 also disclosed the types of resin (line 55 of page 9.tp line 5 
of page 10 of the Description), such as poly(methacrylate)., poly(butyl acrylate), 
poly(butyl methacrylate), pblyamlde, rubber, etc, Thus It can be seen, the additiorial ' 
. technical feature of dependent claim 2 has been disclosed by reference t .and they 
are both used:for the binder resin of toner. Therefore, since, claim 1 does not possess 
the inventiveness, the dependent claim 2 also does hot possess the inverrtiveness. 

3.. The dependent claim a further defines claim 1 that the magnetic component of • 
is "one or more selected from the group consisting of alloys or mixtures of magnetite,, 
h.erhatite, fei-rits, Iron, .cobalt, nickel, or manganese; ferromagnetic., alloys; and . a 
■ rnagnetlc oxide".. i=leferehci 2 (CN1150262A) dtedlo.sed.-^^^ magnetic -component of • 
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magnetic toner cpmposition (paragmph 7 to paragraph .8 of page .13 of the 
pescriptioh), and the magnetic material may comprise: ferric oxide, ^uch as magnetite, . 
hematite and ferrite; magnetic fen-ic oxide containing another metal oxide; metal, such 
as Fe, Co and Ni, alloys of these metais with other metals; and the mixtures of the 
above substance. It can be seen, the additional feature of dependent claim 3 has 
been disclosed by reference 2, and they both are used.for the magnetic component of 
toner. thu8. the skilled pei^sdh of the prior. ^rt can easily combine reference 2 based 
on reference 1 to obtain the teohhical solution of claim 3: Tlierefore, this claim does 
not possess prominent substantive features and notable progressv and does, not.meet 
the requirement of inventiveness under Paragraph 3 of Article 22 of the China Patent 
Law. . • 

4. The dependent, claim 4 further defines claim 1 that the charge control agent is 
"'a metal complex azd dye or a salicylic acid compound for a negative charged toner, 
and a nigrosine dye or a quaternary, ammonium salt for a positive charged toner".. 
Likewise, reference 1 (see line 26 to line 33 of page 10 of the Oescriptidn) disclosed 
. that the charge control agent may be selected from negative metal compounds of . 
salicylic acid and. positive quaternary ammonium salts, etc, Thus it can be seen, the 
additional feature of dependent claim 4 has been disclosed by reference 1.. Therefore, 
since claim 1 does not possess the inventiveness, the. dependent claim 4 also does 
not possess the inventiveness. 

5. The dependent claim 5 further defines claim 1 . Reference 1 (see lines 43-52 of 
page 11 of the Description) disolosed that.a release ageiit may optionally be added to 
• the toner particles, such as various of waxes, low-molecular weight polyethylene, : 
law-molecular weight polypropylene, etc., and- the release agent may be added in an 
amount of 0,5 to 1 0 parts by weight based, on 1 0.0 parts by weight of binder resin; ^th^ 
function of the release agent also is to prevent offset of the toner particle;s. Thus,.' the 
additional feature of dependent .claim^ 5 has been, disclosed by. reference- 1, therefore, 
sirice ciaiim 1 dp.es..,rio,t., possess the JnventiyenessK^^^^^ dependsnt clairn. $ also jdoe^^ 
\ ;. not p'osses$;th6 Iriverttiyeries^^^^ ; . ' . ■ 
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6. The dependent claim 6 further defines clainn 1. Heference 1 (lines 25-2S in 
page 8 of the ctescription) also discloses the toner particles may preferably have a 
particle diameter of 4 to 9pm. which overlaps the range dt claim 6. Thus; the addltionai 
feature of dependent claim 6 has been disclosed by reference 1.. Therefore, since 
claim 1 does not possess the inventiveness, the dependent claim 6 also does not. 
possess the inventiveness. ■ . 

7. The dependent claim T further defines claim 1. Reference 1 (see lines 14 to 46 
of page 5 of the Description) discloses the technical feature of treating silica particles 

. with silicone oil, and the effe.ct of this process' is also to make the surface of the 
additive: silica liydrophobic, Thus, the additional feature of dependent claim ? has- 
been disclosed by reference 1.. Therefore, since claim 1 does not possess the 
inventiveness, the dependent claim 7 also does not possess the inventiveness. 

Based on the above reasons, all the claims of this appiipation do not possess the 
inventiveness, and no any substantive contents to be granted are recorded in the 
.description of the present application. Therefore, even though the application 
ddicuments. are amended, the present application does not possess the prospect of 
being granted. The applicant should- submit the repiy before the time limit specified in 
this notification. If the applicant can not present, convictive reasons for the 
inventiveness of the present application, the present application will be. rejected. 

The amendment to. the application documents should conform to.Article .33 of the 
China Patent Law, may not exceed the scope of original Description and Claims, the 
amendment documents submitted by. the applloarit should inolude: one copy of the 
original sheets involving the amendments on "which the addition,- deletion and 
. replacement are marked with visible marks, and the replacement sheets in duplicate..- 
The applicant should ensure the consistency of the two copies irt iiontent. 



RELEVANT PROVISIONS 

PATENT LAW OF THE PEOPLE'S REPU BLIC OF CHINA 

Articta 22. Any invention or utiUty model for which patent riglit may be granted must 
possess novelty, inventiyenesB and practice applioability. 
• Novelty nie&ns tlmt, before the date of filing, no identical invention or utility model has- 
been publicly disclosed in piiblioactions in iiie country oi abroad or has^ been pttbticly used or 
made knovm to the public by any olwmeans in the country, nor has atiy otheir person filed 
previously with the Patent Administration Department Under the State Coimcil an application 
which described the identical invention or utility rhodel and was published after the said date 
of filing. 

biventiveness means that, as com^^acted with the technology existing before the date of 
filing, lihe invention Ms prominent. substantive features and represents a notable progress and 
KhM the utility model has substantive featUres. ahd represents progress. 

Practical applicability means that the invention or utility model can be made or used and. 
can produce effective results. • 

Article 37. "Where the Patent Administration Department Under flie State Council , after 
ic has made the examination as to substance of the application for a patent for invention, finds 
that the application is not in oonfomiity with the provisions of this Law, it shall notify the 
applicant and request him or it to submit, within a specified time limit, his or its observations 
or to amend the application. If, withoxit . any. justified reason, the time limit for raalcjng 
response is not metj the appUcation shall be deemed to have been withdrawn. . . . 
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